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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1 and 26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1 and 26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

a)D All b)D Some * c)D None of the CERTIFIED copies of the priority documents have been: 
1 .□ received. 

2. D received in Application No. (Series Code / Serial Number) . 

3. Q received in this National Stage application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 1 19(e). 



Attachment(s) 

15) S Notice of References Cited (PTO-892) 

16) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



18) □ Interview Summary (PTO-413) Paper No(s). 

19) O Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 3-98) 
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1. The text of those sections of Title 35, U.S. Code not included in this action can be found in 
a prior Office action. 

2. Claims 1 and 26 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as the 

invention. These claims are method claims with no method steps, e.g. Claim terms such as "fixed 

volume," "chemical energy" and "energetic materials" are relative and indefinite. For this and the 

following paragraph, note MPEP 2173.05(q) "Use" Claims. 

Attempts to claim a process without setting forth any steps involved in the process generally 
raises an issue of indefiniteness under 35 U.S.C. 112, second paragraph. For example, a claim 
which read: "A process for using monoclonal antibodies of claim 4 to isolate and purify 
human fibroblast interferon." was held to be indefinite because it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. Ex parte 
Erlich, 3 USPQ2d 1011 (Bd. Pat. App. & Inter. 1986). Other decisions suggest that a more 
appropriate basis for this type of rejection is 35 U.S.C. 101. In Ex parte Dunki, 153 USPQ 
678 (Bd. App. 1967), the Board held the following claim to be an improper definition of a 
process: "The use of a high carbon austenitic iron alloy having a proportion of free carbon 
as a vehicle brake part subject to stress by sliding friction." In Clinical Products Lid. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966), the district court held the following claim 
was definite, but that it was not a proper process claim under 35 U.S.C. 101: "The use of a 
sustained release therapeutic agent in the body of ephedrine absorbed upon polystyrene 
sulfonic acid." 

3. Claims 1 and 26 are rejected under 35 U.S.C. 101 because the claimed recitation of a use or 
process, without setting forth any steps involved in the process, results in an improper definition of 
a process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ud. v. Brvnner, 255 F. 
Siipp. 131, 149 USPQ 475 (D.D.C. 1966). 

4. Claims 1 and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over each of Takayama et al. (col. 1, line 55-col. 2, line 
2), Sayles (col. 2, lines 27-46), Honeyman et al. (col. 9, line 45-col. 10, line 13) and Sandell (col. 10, 
lines 1-40, e.g.). 



Application/Control Number: 09/481,043 
Art Unit 3641 



Page 3 



The claims are not well understood, but appear to be anticipated by sol/gels in the cited 
prior art. If necessary, variation of specific details would have been obvious. 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude' 1 granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 
1993); InnLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In ft Van Ornum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In n Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In n 
Thonngton, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

6. Claims 1 and 26 are provisionally rejected under the judicially created doctrine of double 
patenting over claims 2 and 14, e.g., of copending Application No. 08/926,357. This is a provisional 
double patenting rejection since the conflicting claims have not yet been patented. The instant 
claims clearly overlap the claims of the prior application, at pressent. See also MPEP § 804. 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

8. Any inquiry concerning either this or an earlier communication from the Examiner should 
be directed to Examiner Edward A. Miller at (703) 306-4163. 

Examiner Miller may normally be reached daily, except alternate Fridays, from 8:30 AM to 6 

PM. 

If attempts to reach Examiner Miller by telephone are unsuccessful, his supervisor Mr. 
Jordan can be reached at (703) 306-4159. The Group fax number is (703) 305-7687. 

If there is no answer, or for any inquiry of a general nature or relating to the application 
status, please call the Group receptionist at (703) 308-1113. 

Miller/ em 
June 20, 2000 

EDWARD A. MILLER 
PRIMARY EXAMINER 




